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When the Examiner takes the application up for the first Office Action, 
consideration of this Supplemental Preliminary Amendment and Remarks presented herein is 
respectfully requested. 

Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, 
WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 
(612) 373-6903 


Date Bon fo TG By bt, 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 


Thereby certify that this correspondence is being deposited with the United Sijtes Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on December. 10 , 
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S/N _08/677,695 , PATENT 
IN_THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Ronald C. Lundquist et al. Examiner: G. Benzion 

Serial No.: —-08/677,695 Group Art Unit: 1803 

Filed: July 10, 1996 Docket: 950.001US4 

Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 


SECOND PRELIMINARY AMENDMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 


Prior to the first Office Action in the above-identified application, please amend 


as follows: 


TN_THE SPECIFICATION 

At page 2, lines 25-26, delete “or, in some cases, it even turned out that the plants 
were in fact not transformed”. 

At page 4, delete line 25 and insert -M. Bevan et al., Nuc. Acids Res, 11, 369 
(1983)--. 

At page 11, line 27, delete “sequnes” and insert --sequences--. 

At page 14, para. 3, line 13, delete “Swain et al. 1988" and insert --J.C. Sanford et 
al., L_Particle Science and Technology, 4, 27 (1987)--. 

At page 21, line 8, delete “vatietry” and insert ~variety—; at line 10, delete 
“othermolecules” and insert --other molecules—. 

At page 23, para. 2, line 8, delete “Chilton and Barnes” and insert -M. Bevan et 
al., Nuc. Acids Res., 11, 369,--. 

The specification has been amended to correct simple typo graphical errors 
including typographical errors in certain of the literature citations. These amendments conform 
the specification to those of the parent applications, as previously amended. No new matter is 
added by these amendments. 
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When the Examiner takes the application up for the first Office Action, 


consideration of the amendments and remarks presented herein is respectfully requested. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 & 


Date _/% wee (976 By AOD be 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 


[hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on December _\9 , 1996. 


SAWORA A. in br $0V7 Lrdtas K. LEO, 


Name Signature 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 





Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 


In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance 
with CFR. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the 
Examiner for review in connection with the above-identified patent application.. Pursuant to 
the provisions of MPEP 609, Applicants request that a copy of the 1449 form, marked as 
being considered and initialed by the Examiner, be returned with the next official 
communication. 

Applicants respectfully request that the Examiner disregard those references 
listed in the Forms 1449 submitted with the Information Disclosure Statement filed 
November 13, 1996. 

Applicants request consideration of these documents during prosecution of the 
above-identified application. In addition, the Examiner is respectfully requested to consider 
for this application all documents submitted to the U.S. Patent Office in connection with 
Applicants’ prior U.S. applications. The above-identified application is a continuation-in-part 
of U.S. application, Serial No. 07/974,379, filed November 10, 1992, issued, now U.S. Patent 
No. 5,538,877, which is a continuation of U.S. application, Serial No. 07/467,983, filed 
January 22, 1990, abandoned. In addition, the Examiner is respectfully requested to note that 
a copy of every listed reference is not included herewith as a copy was previously submitted 
in Applicants’ prior application, U.S. application, Serial No. 07/974,379. 

However, the following documents have not been cited during prosecution of 
the prior application; therefore, a copy of each of these documents is submitted herewith for 
the Examiner’s consideration. 
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Serial No.: 08/677,695 Group Art Unit: 1803 

Filed: July 10, 1996 Docket: 950.001US4 

Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 





SUPPLEMENTAL PRELIMINARY AMENDMENT (4) 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 


Prior to the first Office Action in the above-identified application, please amend 
as follows: - 
In the Claims 


In claim 48, line 12, delete “said” and insert --a--; before “plant,” insert --progeny--. 


Cancel claims 30-40, 46-47, 53-54 and 60-61 and add the following claims: 


88. The process of claim 41 or 48 further comprising obtaining seed from the progeny 


plant. 


89. A process for producing animal feed comprising: 

(a) obtaining a fertile transgenic Zea mays plant comprising heterologous DNA 
encoding one or more preselected proteins, RNA transcripts or mixtures thereof, 
wherein said DNA is heritable; 

(b) cultivating said transgenic Zea mays plant; 

(c) obtaining seed from said cultivated Zea mays plant; and 


(d) preparing animal feed from said seed. 


90. The process of claim 89 wherein the transgenic Zea mays plant is prepared by 


microprojectile bombardment of regenerable Zea mays cells. 
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91. The process of claim 89 wherein the DNA is expressed so as to improve the nutritive 


content of the feed. 
92. The process of claim 91 wherein the DNA comprises a bacterial dap A gene. 
93. The process of claim 89 wherein the DNA encodes a protease inhibitor. 


94. The process of claim 93 wherein the DNA comprises the cowpea trypsin inhibitor 


gene. 


95. The process of claim 93 wherein the DNA comprises the potato proteinase inhibitor 
I] gene. 


96. The process of claim 89 wherein the DNA comprises a bar gene. 
97. The process of claim 89 wherein the DNA encodes ESPS synthase. 


98. The process of claim 89 wherein said DNA comprises a selectable marker gene or a 


reporter gene. 
99. The process of claim 98 wherein the gene is the hpt gene. 
100. The process of claim 98 wherein the gene is the nptll gene. 
101. The process of claim 98 wherein the gene is the nptl gene. 


102. The process of claim 98 wherein the gene is a dihydrofolate reductase gene. 
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103. The process of claim 102 wherein the gene is a bacterial dihydrofolate reductase 


gene, 


104. The process of claim 102 wherein the gene is a eukaryotic dihydrofolate reductase 


gene, 


105. The process of claim 98 wherein the reporter gene is the chloramphenicol 


acetyltransferase gene. 

106. The process of claim 98 wherein the reporter gene is the beta-glucuronidase gene. 

107. The process of claim 98 wherein the reporter gene is a luciferase gene. 

108. The process of claim 107 wherein the reporter gene is a bacterial luciferase gene. 

109. The process of claim 107 wherein the reporter gene is a firefly luciferase gene. 

110. The process of claim 98 wherein the reporter gene is the beta-galactosidase gene. 

111. A process for producing human food comprising: 

(a) obtaining a fertile transgenic Zea mays plant comprising heterologous DNA that 
encodes one or more preselected proteins, RNA transcripts or mixtures thereof, 
wherein said DNA is heritable; 

(b) cultivating said transgenic Zea mays plant; 


(c) obtaining seed from said cultivated Zea mays plant; and 


(d) preparing human food from said seed. 
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112. The process of claim 111 wherein the transgenic Zea mays plant is prepared by 


microprojectile bombardment of regenerable Zea mays cells. 


113. The process of claim 89 wherein the DNA is expressed so as to improve the 


nutritive content of the food. 
114. The process of claim 113 wherein the DNA comprises a bacterial dap A gene. 
115. The process of claim 111 wherein the DNA encodes a protease inhibitor. 


116. The process of claim 115 wherein the DNA comprises the cowpea trypsin inhibitor 


gene. 


117. The process of claim 115 wherein the DNA comprises the potato proteinase 


inhibitor I gene. 
118. The process of claim 111 wherein the DNA comprises a bar gene. 
119. The process of claim 111 wherein the DNA encodes ESPS synthase. 


120. The process of claim 111 wherein said DNA comprises a selectable marker gene or 


a reporter gene. 
121. The process of claim 120 wherein the gene is the Apt gene. 


122. The process of claim 120 wherein the gene is the np/tl gene. 
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123. The process of claim 120 wherein the gene is the npt/ gene. 


124. 


The process of claim 120 wherein the gene is a dihydrofolate reductase gene. 


125. The process of claim 124 wherein the gene is a bacterial dihydrofolate reductase 
gene, 

126. The process of claim 124 wherein the gene is a eukaryotic dihydrofolate reductase 
gene. - 

127. The process of claim 120 wherein the reporter gene is the chloramphenicol 
acetyltransferase gene. 


128. 


E29. 


130. 


131. 


532. 


133. 


(a) 


The process of claim 120 wherein the reporter gene is the beta-glucuronidase gene. 


The process of claim 120 wherein the reporter gene is a luciferase gene. 
The process of claim 129 wherein the reporter gene is a bacterial luciferase gene. 
The process of claim 129 wherein the reporter gene is a firefly luciferase gene. 
The process of claim 120 wherein the reporter gene is the beta-galactosidase gene. 
A process for producing oil comprising: 

obtaining a fertile transgenic Zea mays plant comprising heterologous DNA that 


encodes one or more preselected proteins, RNA transcripts or mixtures thereof, 


wherein said DNA is heritable; 
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(b) cultivating said transgenic Zea mays plant; 


(c) obtaining seed from said cultivated Zea mays plant; and 


(d) preparing oil from said seed. 


134. The process of claim 133 wherein the transgenic Zea mays plant is prepared by 


microprojectile bombardment of regenerable Zea mays cells. 


135. The process of claim 133 wherein the DNA encodes a protease inhibitor. 


136. The process of claim 135 wherein the DNA comprises the cowpea trypsin inhibitor 
gene. 


137. The process of claim 135 wherein the DNA comprises the potato proteinase 
inhibitor II gene. 


138. The process of claim 133 wherein the DNA comprises a bar gene. 
139. The process of claim 133 wherein the DNA encodes ESPS synthase. 


140. The process of claim 133 wherein said DNA comprises a selectable marker gene or 
a reporter gene, 


141. The process of claim 140 wherein the gene is the hpt gene. 
142. The process of claim 140 wherein the gene is the nptil gene. 


143. The process of claim 140 wherein the gene is the nptl gene. 
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144. The process of claim 140 wherein the gene is a dihydrofolate reductase gene. 


145. The process of claim 144 wherein the gene is a bacterial dihydrofolate reductase 


gene. 


146. The process of claim 144 wherein the gene is a eukaryotic dihydrofolate reductase 


gene. 


147. The process of claim 140 wherein the reporter gene is the chloramphenicol 


acetyltransferase gene. 

148. The process of claim 140 wherein the reporter gene is the beta-glucuronidase gene. 

149. The process of claim 140 wherein the reporter gene is a luciferase gene. 

150. The process of claim 149 wherein the reporter gene is a bacterial luciferase gene. 

151. The process of claim 149 wherein the reporter gene is a firefly luciferase gene. 

152. The process of claim 140 wherein the reporter gene is the beta-galactosidase gene. 

153. A process for producing starch comprising: 

(a) obtaining a fertile transgenic Zea mays plant comprising heterologous DNA that 
encodes one or more preselected proteins, RNA transcripts or mixtures thereof, 
wherein said DNA is heritable; 


(b) cultivating said transgenic Zea mays plant; 


(c) obtaining seed from said cultivated Zea mays plant; and 


0002539 


Case 1:04-cv-00305-SLR Document 224-4 Filed 01/11/2006 Page 41 of 50 


SUPPLEMENTAL PRELIMINARY AMENDMENT (4) Page 8 
Serial Number: 08/677,695 Dkt: 950.001US4 
Filing Date: July 10, 1996 
Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 

(d) preparing starch from said seed. 


154. The process of claim 153 wherein the transgenic Zea mays plant is prepared by 


microprojectile bombardment of regenerable Zea mays cells. 
155. The process of claim 153 wherein the DNA encodes a protease inhibitor. 


156. The process of claim 155 wherein the DNA comprises the cowpea trypsin inhibitor 


gene. 


157. The process of claim 155 wherein the DNA comprises the potato proteinase 


inhibitor II gene. 
158. The process of claim 153 wherein the DNA comprises a bar gene. 
159. The process of claim 153 wherein the DNA encodes ESPS synthase. 


160. The process of claim 153 wherein said DNA comprises a selectable marker gene or 


a reporter gene, 
161, The process of claim 60 wherein the gene is the Apt gene. 
162. The process of claim 160 wherein the gene is the nptl gene. 
163. The process of claim 160 wherein the gene is the npt/ gene. 


164. The process of claim 160 wherein the gene is a dihydrofolate reductase gene. 
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165. The process of claim 164 wherein the gene is a bacterial dihydrofolate reductase 


gene, 


166. The process of claim 164 wherein the gene is a eukaryotic dihydrofolate reductase 


gene. 


167. The process of claim 160 wherein the reporter gene is the chloramphenicol 


acetyltransferase gene. 


168. The process of claim 160 wherein the reporter gene is the beta-glucuronidase gene. 

169. The process of claim 160 wherein the reporter gene is a luciferase gene. 

170. The process of claim 169 wherein the reporter gene is a bacterial luciferase gene. 

171. The process of claim 169 wherein the reporter gene is a firefly luciferase gene. 

172. The process of claim 160 wherein the reporter gene is the beta-galactosidase gene. 

173. A process for producing seed comprising: 

(a) obtaining a fertile transgenic Zea mays plant comprising heterologous DNA that 
encodes one or more preselected proteins, RNA transcripts or mixtures thereof, 
wherein said DNA is heritable; 


(b) cultivating said transgenic Zea mays plant, and 


(c) obtaining seed from said cultivated Zea mays plant. 
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174. The process of claim 173 wherein the transgenic Zea mays plant is prepared by 


microprojectile bombardment of regenerable Zea mays cells. 
175. The process of claim 173 wherein the DNA encodes a protease inhibitor. 


176. The process of claim 175 wherein the DNA comprises the cowpea trypsin inhibitor 


gene. 


177. The process of claim 175 wherein the DNA comprises the potato proteinase 
inhibitor II gene. 


178. The process of claim 173 wherein the DNA comprises a bar gene. 
179. The process of claim 173 wherein the DNA encodes ESPS synthase. 


180. The process of claim 173 wherein said DNA comprises a selectable marker gene or 


a reporter gene. 
181. The process of claim 180 wherein the gene is the Apt gene. 
182. The process of Hae 180 wherein the gene is the nptl/ gene. 
183. The process of claim 180 wherein the gene is the nptl gene. 


184. The process of claim 180 wherein the gene is a dihydrofolate reductase gene. 
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185. The process of claim 184 wherein the gene is a bacterial dihydrofolate reductase 


gene. 


186. The process of claim 184 wherein the gene is a eukaryotic dihydrofolate reductase 


gene. 


187. The process of claim 180 wherein the reporter gene is the chlorarnphenicol 


acetyltransferase gene. 


188. The process of claim 180 wherein the reporter gene is the betngliuronidase gene, 
189. The process of claim 180 wherein the reporter gene is a luciferase gene. 

190. The process of claim 189 wherein the reporter gene is a bacterial luciferase gene. 
191. The process of claim 189 wherein the reporter gene is a firefly luciferase gene. 
192. The process of claim 180 wherein the reporter gene is the beta-galactosidase gene. 


Remarks 

Claims 30-40, 46-47, 53-54 and 60-61 having been canceled, claim 48 having been 
amended, and claims 88-192 having been added, the claims pending in the above identified 
application are claims 23-29, 41-45, 48-52, 55-59 and 62-192. 

Claim 88 is supported in the specification at page 5, lines 32-34; page 6, lines 15-17; 
page 7, lines 14-18 and by originally filed claim 13. 

Claims 89, 91, 111, 113, 133, 153, and 173 are supported by pages 20-21 of the 
specification and by originally filed claims 1-2, 4, 7-8 and 14-15. 
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Claims 93-95, 115-117, 135-137, 155-157, and 175-177 are supported as described for 
claims 85-87, respectively. 

Claims 97, 119, 139, 159, 179 are supported as described for claim 63. 

Claims 98-110, 120-132, 140-152, 160-172, 180-192 are supported as described for 
claims 59 and 71-84, respectively. 

Claims 96, 118, 138, 158 and 178 are supported by Table 1 (page 11, line 20 et seq.). 

Claims 92 and 114 are supported at page 11, full paragraph 2. 

Claims 90, 112, 134, 154, and 174 are supported at page 6, lines 3-6, and at page 10, 
paragraph 1. 


Please charge the fee of $1046.00 for additional claims to Deposit Account No. 19-0743. 
If necessary, please charge any additional fees or credit overpayment to Deposit Account No. 
19-0743. 
When the Examiner takes the application up for the first Office Action, consideration of 
the amendments and remarks presented herein is respectfully requested. 
Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date 7 Qyrnk (497 _ By Be OO dteenn 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 





CERTIFICATE UNDER 37 CFR 1.10: 

“Express Mail" mailing label number: EM492168748US Date of Deposit: April 9, 1997 
I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail Post Office to Addressee” service under 
37 CFR }.10 on the date indicated above and is addressed to the Assistant Commissioner for Patents, Washington, D.C. 20231. 


(ae 


Mare Ireland 


Name Signature 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 
Sir: 

In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 
C.F.R. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
review in connection with the above-identified patent application. Pursuant to theprovisions of 
MPEP 609, Applicants request that a copy of the Form 1449, marked as being considered and 
initialed by the Examiner, be returned with the next official communication. 

The Examiner is respectfully requested to note that, with respect to the issued 
Adams et al. U.S. patents 5,489,520 and 5,550,318, cited in the Form 1449 included herewith, an 
investigation by outside counsel engaged by Assignee, DEKALB Genetics Corporation, led to 
the conclusion that Lundquist et al. were the first to demonstrate the transmission of the 
introduced DNA through a complete sexual cycle of the transgenic plant to its progeny, i.e., that 
the DNA was heritable. It was also concluded that, while Adams et al. were the second to 
demonstrate the transmission of the introduced DNA through a complete sexual cycle of the 
transgenic plant to its progeny, Adams et al. were the first to demonstrate that the DNA was 
chromosomally integrated in transformed callus. 

The undersigned attorney for Applicants recently became aware of the enclosed 
specification of U.S. patent application, Serial No. 07/205,155, filed June 10, 1988. This 
document corresponds to European Patent Application No. 442,174, of record. Applicants 
respectfully request consideration of this document during prosecution of the above-identified 
matter. 

It is believed that no fee is necessary under 37 C.F.R. § 1.97 (b), as this 
Information Disclosure Statement is being submitted before the mailing date of a first Office 
Action on the merits, in accordance with 37 C.F.R. § 1.97(b)(3). Please charge any additional 


fees deemed necessary for consideration of these documents to Deposit Account No. 19-0743. 
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Applicants respectfully request consideration of these references during 
prosecution of the above-identified matter. The Examiner is invited to contact Applicants’ 
Representatives at the below-listed telephone number if there are any questions regarding this 


Communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL., 


By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date SS Opa, (942 By fA O Oe 


WDW:dip Warren D. Woessner 
Reg. No. 30,440 


Caprese Mai* mating abel number, EM 220427656 VO 
Date of Depo 1S, 194 


It cy a i nb. od with the 

eae an tha dale indicated above end is 
on ) 

addrested fo the Assistant Commissioner for Patents, 

Washington, 0.C, 20231 

Printed Name M- 


Signature 
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S/N_08/677,695 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Ronald C. Lundquist et al. Examiner: G. Benzion 

Serial No.: 08/677,695 Group Art Unit: 1803 

Filed: July 10, 1996 Docket: 950.001US4 

Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 





SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 





Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sir: 

In compliance with the duty imposed by 37 C-F.R. § 1.56, and in accordance with 
C.F.R. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
review in connection with the above-identified patent application. Pursuant to the provisions of 
MPEP 609, Applicants request that a copy of the 1449 form, marked as being considered and 
initialed by the Examiner, be returned with the next official communication. 

It is believed that no fee is necessary under 37 C.F.R. § 1.97 (b), as this 
Supplemental Information Disclosure Statement is being submitted before the mailing date of a 
first Office Action on the merits, in accordance with 37 C.F.R. § 1.97(b)(3) Please charge any 


fees deemed necessary for consideration of these documents to Deposit Account No. 19-0743. 


0002548 


Case 1:04-cv-00305-SLR Document 224-4 Filed 01/11/2006 Page 50 of 50 


SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT Page 2 
Sertal Number: 08/677,695 Dkt: 950 001US4 
Filing Date: July 10, 1996 
Title: | METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 

Applicants respectfully request consideration of these references during 
prosecution of the above-identified matter. The Examiner is invited to contact the Applicants' 
Representative at the below-listed telephone number if there are any questions regarding this 


communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 “ 
Minneapolis, MN 55402 

(612) 373-6903 


Date SE June (F794 By ee a, 


WDW:JISF Warren D. Woessner 
Reg. No. 30,440 


I hereby certify that this correspondence is being deposited with the Unije States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on June 1 1997. 


: ALE CORY Lawton) 


Signature 
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